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'ATENT AND TRADEMARK OFFICE 




Kanti Jain, et al. 



08/181,269 SEP 2 9 1995 

January 13, 1994 GROUP 1800 

MACROENCAPSULATED SECRETORY CELLS 
1808 
D. Naff 



January 31, 1995 

Hon. Commissioner of Patents 

and Trademarks 
Washington , D . C . 20231 



PETITION TO CORRECT INVENTORSHIP 
(37 C,F,R. Sl,48a> 

Sir: 

Applicants hereby petition the primary examiner to correct the 
inventorship of the above-identified application. Specifically, 
they request that Barry Smith be added as a co-inventor. 

In support of this petition, the following items are 
submitted: 

(1) a Statement of Facts, verified by originally nam.ed 
inventors Kanti Jain and Albert Rubin. This verified statement 
establishes when the error, i.e., the non inclusion of Barry Smith 
was discovered, how it occurred, and that it occurred without 
deceptive intent; \ 

(2) a Declaration/Power of Attorney by each of Jain, Rubin and 
Smith; 



ROGO 210-NDH 



(3) Written Consent of the Assignee, i.e., The Rogosin 
Institute; 

(4) authorization to charge the fee for this Petition to a 
Deposit Account. 

Prompt and favorable action on this petition is requested. 

Respectfully submitted. 



FELFE & LYNCH 




Reg. No. 30,946 

805 Third Avenue 
New York, New York 10022 
(212) 688-9200 
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DECLARATION FOR PATENT APPT.TrATTnn 
As a below named inventor, I hereby declare that: 

my nZi^.^""^' ""^""^ address and citizenship are as stated below next to 

llstii^htiLr^ """"^^^P^^' and sole inventor (if only one name is 

jested below) or an original, first and joint inventor (if plural names are 

is slLhl 7r! f^i ^"f^^^^^ ""^"^^ ''^^^^ ^^^^^^^ for ^Tch TpltZt 
iUcificlti2n o! which MACROENCAPSUT.ATED ^Frrp^>nopv n^r.r.^ the 

( ) is attached hereto. 

^""^TdVai'lleTd ed on""i7 " ^^^^'^-^i^r ^^"^^^ 0B/1S1,2S9 
applicable). ' '^^ (^^ 

identffL^^VilJ^^^-^ i ^^""^ reviewed and understand the contents of the above 
iSe^Jfd ?o Sotft"" ^^cluding the claims, as amended by any amendment 

Ix^inatlnn^^r li^^ ^'^i^<=lose information which is material to the 

^e|Sla?lons, 1.55fa;?^ ^''''''''^^''^^ »^^th Title 37, Code of Federal 

Foreign Prior ii-.y ADDlic»i:inns 

llB^ofLffnZf^^^^^'i P''i''.''^^y ^t^^^its under Title 35, United States Code 

iL^S'^JiLftf If ?/aL^/.^^^ ^ ''''''' '^'^ t^e-a^i^^t^o^ Z 

Priority Claimed 

(Number) (Country) (Day /Month /Year Filed) ^ ^ ^° ( ) 

Yes ( ) No ( ) 



(Number) (Country) (Day /Month /Year Filed) 

U.S. Pr iority A p plications 

Lit^TLSi!^"' ^^T- ^^J}f^^^ ""^'^.^^ ^-itle 35, united States Code, §120 of any 
o? ™h ^ -^^^^^^ ^^-^^'^ insofar as the subject matter 

niit^^K^L <^laims of this application is not disclosed in the prior 

Tiill 35 nnifES J'/l''^'' ^"".^^^ P^°^^ded by the first paragraph of 

lilit^fi '- J^'-^^i-^^^^^^ ^ ac/cnofcrledge the duty to disclose 

f ^!!^°u"'^^''°'' defined in Title 37, Code of Federal Regulations, 
HL .""^ occurred between the filing date of the prior application and 

the national or PCT international filing date of this application: 



(Applic. Serial No.) (Filing Date) (Status-patented/ pending /abandoned) 



(Applic. Serial No.) 



(Filing Date) (Status-patented/pending/abandoned) 
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f3) Barry Smith 



Full Name/Third Inventor 
Residence: 505 East 70th str^f>t 




New York. New York 10021 



Post Office Address: 505 East 70th str^^t 



U.S.A. 



Citizenship 



New York . New York 100 71 
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Pover of AttnmfiY 

L^J™? iFF^^"^' following attorneys to prosecute this application and 
r^f^ I u'^^i:''^^^ P^^^^^ ^n<3 Trademark Office connected therewi^- 

John E. Lynch, Reg, No. 20,940; Peter F. Felfe, Reg. No. 20,297; Alfred H 

f Tl^'/' iea ly'/.yi'' ^^--^i/^eg. No. 26,8797 chiles 

A. Blank, Reg. No. 17,419; Norman D. Hanson, Reg. No. 30,946; Walter G 
Wexssenberger, Reg. No. 17,344; F. Brice Faller, Reg. No. 29,532; ^drew 1' 

R^V NO ^2.261;' John T. Bauer, 

■ll ^2,554; and Patricia A. Pasqualini, Reg. No. 34,894, my attorneys 
with full power of substitution and revocation. Address all tel7phone cilis 
to Norman D. Hanson , at (212) 688-9200. Address all correspondl^cTlo: 

FELFE & LYNCH 

805 Third Avenue 

New York, New York 10022 

L^/lliK- '^^?i^''t l^^^ statements made herein of my own knowledge are true 
and that^all statements made on information and belief are believed to be 
t7fVfJ rJ''''^^l''J'^^^.^^^^^ stateineTits were made with the knowledge that 
willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the United States 

ann?,-^^^- ^"^"^ ""^^^^""i ^^'^^ statements may jeopardize the validfly of 
the application or any patent issued thereon. 

(1) Kanti .T^in k- ^ ,^ 

Full Name /Sole or First Inventor Signature 5^te 

Residence: 333 East 66th Street. Apt. 40 

New T£or k. New York 10021 India 

Citizenship 

Post Office Address: 333 East 66th Street. Apt, an 

New York. New York 10022 

m Albert L. Riihir, (2^&jLJr / / C 

Full Name/second Inventor '^gnJtu^ Date 

Residence: 220 Allison Court 

Enale wood. New Jersey 07631 U.S.A. 

Citizenship 

Post Office Address: 220 Allison Court 

Enalewood. New Jersey 07631 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant (s) 
Serial No. 
Filed 
For 

Art Unit 
Examiner 



Kanti Jain, et al. 
08/181,269 
January 13, 1994 

MACROENCAPSULATED SECRETORY CELLS 

1808 

D. Naff 



Hon, Commissioner of Patents 

and Trademarks 
Washington, D.C. 20231 

CONSENT OF ASSIGNEE 

Sir: 

Albert L, Rubin, the director of the Rogosin Institute, which 
is the assignee of the above-identified application (Reel 6848, 
Frame 0223), has authority to act for the assignee, and hereby 
consents to the addition of Barry Smith as a co-inventor on this 
application. 



Date 



Albert L. Rubin 





jr. • I ) 
I ;• J ) ) ) 



> 
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^ATE MAILED. 

1/31/95 



Serial No. 08/181,269 ^ 




DATE DUE: 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant (s) 
Serial No. 
Filed 
For 

Art Unit 
Examiner 



Kanti Jain, et al. 
08/181,269 
January 13, 1994 

MACROENCAPSULATED SECRETORY CELLS 

1808 

D. Naff 



May 8, 1995 



Hon. Commissioner of Patents 

and Trademarks 
Washington , D . C . 20231 



Sir: 



LETTER 



Applicants ask that the attached Statement of Facts be used in 
place of the Statement of Facts submitted previously. Please note 
paragraph 3 of the attached, which is new to this statement. 



805 Third Avenue 

New York, New York 10022 

(212) 688-9200 



Respectfully submitted, 
FELFE & LYNCH 




Norman D. 
Reg. No. 30,946 





05/08/1995 11:09 FROri. 

O^' WATTS lo-oe 




ROODS IN IKBTITUTE.NY TO NORMAN HANSON 
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^2»^Ka«:l Jain, «l. 

08/181, 2«f 
January 19, 1994 

MACeOCHCAMtnATZD 9BC8ET0RY CELLS 
1808 
0. Kafc 



Ken. Coaisalssiontr of Patents 

and Tradftttarlea 
trafhington, D.c. 20231 



Sir: 



KANTI JKIV and ALBERT L. RUBZD hcraby daclara av fellcwe; 



1. wa are th« originally listad co-inv«ator» of the atoovt- 
identifiod tpplicatlon. Wa are fsniliar vitu tho content of 
the applieationr *nd the proeoadin^s in the U.S. Patent and 
Tradeaark Office. 



2. Shortly after the office action of septeaber 7 had been 
rtcalved, ve net with patent counsel to discuss a response. 
It vac at that ti»« that it was realiaed that Dr. Barry laith 
should have been listed as on inventor. 
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FRQl^ ROGOSIN IKBTITUTE.NY TO N0W18N 



w« hud re«d th« specification m« xindcrsteod th« elalBs prior 
to our execution of the O«ciar.tion/Pow of Attorney for tHa 
wb3«ct patent appUctioa. We a,i»o r«viaw«d the 
Deelaretlon/Power of Attorney before ve si9ne<3 it, but did not 
understand the rules governing ee* inventorship. Xt ves only 
after vs had discussed the patent application vith our 
representative after it vas filed Chat v« b«eaae avare that 
Dr. Barry Ssith had been inadvertontly excluded as an invontor 
for the sQb^ect appiicaticn. 



4. Or. Smith has, in fact, been an integral participant in the 
developaent of the invention frea it* conception, indeed. Dr. 
SKith had early discussions vith Or. Jain regarding the iasue 
of islet tran^iantation. Or. Smith had escperience in growiog 
cello, such as neurons end gliel cells aX ^sSfiCft* on 
collagen, and thi© experience was used, together with Dr. 
Jain's experience on islet transplantation, in eoneeiving of 
protecting islets vith coatings of variotts Riatcrlals. 

5. Dr. smith and Dr. Jain colleborcted closely in the development 
of ea^rivents and the evaluation of the data generated, 
wherein various coisbinations of ^ilagen end other Mttriels 
were tested. Together, they ddtermined that the coabination 
of collagen end agarose vas the best. 

When discussions turned to the best way to transplant the 
agarose^collagen coated isl«ts. Or. Rubin become involved. 



05x08/1995 li:i0 FRO^ ROGOSIN INSTITUTE. NY TQ NORMgN l-tfWSON P. 04 

" "^'^ 
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His eontributioRD to the invention included «e«eeea«nt «ad 
evaluation of data which led to the deeieion to use larger 
iaplanta, or »«acrobet«»" . it was detemined, fey all three 
(Jain, Kubin and Smith), that the nacrobead aore eloeel/ 
reseabled the native environaeiit ef tile islets, and thue 
Should be used, rather than saaller iapltnts. 

7. The inadvertent osissien of Dr. smith is regretted, ana vat 
not nade with deceptive Intent. We respectfully request that 
Dr. saith be added as a co- inventor. 



we hereby declare that all stateaents nade herein of our own 
knowledge ere true and that all statSBients aade on ialonation 
and belief are believed to be true; and further thit these 
statenents were nade with the knowledge that willful false 
statements and the like so oada are punishable by fine or 
l»prisoB»ent, or both, under Section 1001 of Title 18 «f the 
united States Code and that such willful false stattftents «ay 
jeopardise the validity of tht Application or any patent 
Issued thereon. 



W 8-1 96- 




Date Kanti Jain 

Dete Albert L. Rubin 
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